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DETAILED ACTION 
Claim Rejections- 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-4, 7, 8, 10-14, 17-20, 23-26, 29, 36, 43, and 47 are rejected under 35 
U.S.C. 102(e) as being anticipated by Ohtsuka (US 6,327,049). 

3. Regarding Claim 1 , Ohtsuka discloses a print system for providing print service 
for printing an electronic document in response to a print request including designation 
of the electronic document to be printed, the print system comprising: judging means for 
judging whether a type of the print request is a type that the print request is transferred 
from a client apparatus (user terminal 5) to a server apparatus (template server 1 ) and 
image data is transferred via a network (network 1 0) from the server apparatus to a 
printer (laboratory system 2), or a type that the print request is directly transferred from 
the client apparatus (user terminal 5) to the printer (laboratory system 2) (col. 6, lines 
51-57); and computing means for computing a use fee of the print service in accordance 
with the judged type of the print request (if the template specified by the user requires a 
fee for use, a warning message notifying that the fee is charged for the template is 
displayed) (col. 7, lines 41-50). 
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4. Regarding Claim 2, Ohtsuka discloses a print system, wherein said computing 
means selects a use fee system of the print service in accordance with information on 
the judged type of the print request (if the template specified by the user requires a fee 
for use, a warning message notifying that the fee is charged for the template is 
displayed) (col. 7, lines 41-50). 

5. Regarding Claim 3, Ohtsuka discloses a print system, wherein the server 
apparatus has a function of managing the print service and the server apparatus 
includes said computing means (if the template specified by the user requires a fee for 
use, a warning message notifying that the fee is charged for the template is displayed) 
(col. 7, lines 41 -50). 

6. Regarding Claim 4, Ohtsuka discloses a print system, wherein the server 
apparatus transmits registered image data (template is registered in the order receiving 
center 7) (col. 7, lines 9-14 to the printer in response to the print request from the client 
apparatus (order file having been generated is provided to the laboratory system 2 
directly or via the order receiving center 7) (col. 7, lines 66-67 and col. 8, lines 1-8). 

7. Claims 7, 11, 17, and 23 are rejected for the same reason as claim 1 . 

8. Claims 8, 12, 18, and 24 are rejected for the same reason as claim 2. 

9. Claims 10, 14, 20, and 26 are rejected for the same reason as claim 4. 

10. Regarding Claim 13, Ohtsuka discloses a print system, wherein the server 
apparatus is connected to the client apparatus and the printer via the network (The 
laboratory system 2 and the template server 1 are connected by a network 10 such as 
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the Internet or a network using dedicated lines. It is preferable for the user terminal 5 to 
be able to connect to the network 10 upon necessity) (col. 6, lines 50-57). 

1 1 . Claims 1 9 and 25 are rejected for the same reason as Claim 1 3. 

12. Regarding Claim 29, Ohtsuka discloses a print system, for providing print service 
for printing an electronic document in response to a print request including designation 
of the electronic document to be printed, the print system comprising: managing means 
(Fig. 4) (order file 6) for managing identification information for identifying a user 
requesting the print service Table 2) (col. 10) and information on use records of the print 
service used by the user (Table 3) (col. 11), both of the information being related to 
each other (order file shown in FIG. 4 has a structure wherein a stream describing 
properties of the order file, a stream describing information regarding an orderer, and at 
least one order information storage describing the order information are stored under a 
root storage (col. 9, lines 47-54); and computing means for computing a use fee of the 
print service in accordance with the information on the use records of the print service 
used by the user managed by said managing means (the usage of these data may be 
limited by information showing consent to a charge for using the template or by a credit 
card number for charging a fee) (col. 13, lines 31-35). 

13. Claims 36, 43, and 47 are rejected for the same reason as claim 29. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 09/836,288 Page 5 

Art Unit: 2626 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 5, 6, 15, 16, 21 , 22, 27, and 28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ohtsuka in view of Chan et al. (US 6, 378,070). 

16. Regarding Claim 5, Ohtsuka fails to teach a print system, wherein said 
computing means computes the use fee in accordance with a print result notice from the 
printer. 

Chan et al teaches a print system, wherein said computing means computes the 
use fee in accordance with a print result notice from the printer (there are three main 
areas where users could be billed, which are for: submission of an encrypted document 
to the document store 130, storage by the document store 130 of a document for a 
specified time; and transmission and successful printing of the document. Other acts, 
such as using the directory server 120, could potentially also be billed) (col. 5, lines 35- 
42) 

Therefore, it would have been obvious to one of ordinary; skill in the art at the 
time of the invention to combine the teachings of Ohtsuka with the teaching of Chan to 
charge fees in accordance with the print services being used. 

17. Regarding Claim 6, Ohtsuka fails to teach a print system, wherein a fee system 
for the type that the print request is transferred from the client apparatus to the server 
apparatus and the image data is transferred via the network from the server apparatus 
to a printer is different from a fee system for the type that the print request is directly 
transferred from the client apparatus to the printer. 
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Chan et al teaches a print system, wherein a fee system for the type that the print 
request is transferred from the client apparatus to the server apparatus and the image 
data is transferred via the network from the server apparatus to a printer is different 
from a fee system for the type that the print request is directly transferred from the client 
apparatus to the printer there are three main areas where users could be billed, which 
are for: submission of an encrypted document to the document store 130, storage by 
the document store 130 of a document for a specified time; and transmission and 
successful printing of the document. Other acts, such as using the directory server 120, 
could potentially also be billed) (col. 5, lines 35-42) 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the teachings of Ohtsuka with the teaching of Chan to 
charge fees in accordance with the print services being used. 

18. Claims 9, 16, 22, and 28 are rejected for the same reason as claim 6. 

1 9. Claims 15,21, and 27 are rejected for the same reason as claim 5. 

20. Claims 30-35, 37-42, 44-46, and 48-50 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ohtsuka in view of Lacheze et al. (US 5,956,698). 

21 . Regarding Claim 30, Ohtsuka fails to teach a print system, wherein said 
computing means determines a discount rate of a base use fee of the print service in 
accordance with the information on the use records of the print service used by the 
user, and determines a settlement amount of the print service in accordance with the 
determined discount rate. 
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Lacheze et al teach a print system, wherein said computing means determines a 
discount rate of a base use fee of the print service in accordance with the information on 
the use records of the print service used by the user (a billable benefit or discount may 
occur when a page copy number exceeds a given page count level), and determines a 
settlement amount of the print service in accordance with the determined discount rate 
(a customer who starts using a particular service on a relatively regular basis may be 
eligible for a different billing plan than another user who accesses the service on a 
relatively irregular basis) (col. 12, lines 1-15). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the teachings of Ohtsuka with the teaching of Lacheze to 
offer regular customers a volume discount rate for using the printing services on a 
regular basis. 

22. Regarding Claim 31 , Ohtsuka fails to teach a print system, further comprising: 
discount information managing means for managing information on the discount rate of 
the base use fee of the print service to be applied to the user (information about either a 
billable benefit and/or an available program is stored in the mass memory 332 for future 
access by the client); and notifying means for notifying the user of an effect that the 
information on the discount rate of the base use fee of the print service was updated 
(the system 330 could notify the customer in advance of the possibility of exceeding the 
given page count), wherein said discount information managing means updates the 
information on the discount rate of the base use fee of the print service in accordance 
with information on the use records of the print service used by the user, and said 
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notifying means notifies the user of the effect that the information on the discount rate of 
the base use fee of the print service was updated (information about either a billable 
benefit and/or an available program is stored in the mass memory 332 for future access 
by the client) (col. 12, lines 1-15). 

Lacheze et al teach a print system, further comprising: discount information 
managing means for managing information on the discount rate of the base use fee of 
the print service to be applied to the user; and notifying means for notifying the user of 
an effect that the information on the discount rate of the base use fee of the print service 
was updated, wherein said discount information managing means updates the 
information on the discount rate of the base use fee of the print service in accordance 
with information on the use records of the print service used by the user, and said 
notifying means notifies the user of the effect that the information on the discount rate of 
the base use fee of the print service was updated. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the teachings of Ohtsuka with the teaching of Lacheze to 
offer regular customers a volume discount rate for using the printing services on a 
regular basis. 

23. Regarding Claim 32, Ohtsuka teaches a print system, wherein said managing 
means includes a management table storing identification information for identifying the 
user and information on the use records of the print service used by the user, both of 
the information being related to each other (order file shown in FIG. 4 has a structure 
wherein a stream describing properties of the order file, a stream describing information 
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regarding an orderer, and at least one order information storage describing the order 
information are stored under a root storage (col. 9, lines 47-54). 

Ohtsuka fails to teach a print system, wherein said managing means updates the 
management table for the user in accordance with use of the print service by the user. 

Lacheze et al teach a print system, wherein said managing means updates the 
management table for the user in accordance with use of the print service by the user 
(information about either a billable benefit and/or an available program is stored in the 
mass memory 332 for future access by the client) (col. 12, lines 1-15). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the teachings of Ohtsuka with the teaching of Lacheze to 
store the use records of regular customers for future access by the customer. 
24. Regarding Claim 33, Ohtsuka fails to teach a print system, further comprising 
notifying means for notifying the user of an effect that the management table was 
updated, wherein said managing means updates the management table for the user in 
accordance with use of the print service by the user, and said notifying means notifies 
the user of an effect that the management table was updated. 

Lacheze et al teach a print system, further comprising notifying means for 
notifying the user of an effect that the management table was updated, wherein said 
managing means updates the management table for the user in accordance with use of 
the print service by the user, and said notifying means notifies the user of an effect that 
the management table was updated (the system accesses the information stored with 
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the process of FIG. 6 (see step 416) and transmits the same, via step 428, to the 
customer) (col. 12, lines 25-43). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the teachings of Ohtsuka with the teaching of Lacheze to 
store the use records of regular customers to notify them of their usage of the print 
system. 

25. Regarding Claim 34, Ohtsuka fails to teach a print system, further comprising 
condition determining means for determining a charge condition applied to the user, in 
accordance with the information on the use records of the print service used by the 
user. 

Lacheze et al teach a print system, further comprising condition determining 
means for determining a charge condition applied to the user, in accordance with the 
information on the use records of the print service used by the user (in response to the 
GetBill call, an invoice, based on the accounting information stored in the account log 
file 334, is generated at step 442) (col. 13, lines 1-10). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the teachings of Ohtsuka with the teaching of Lacheze to 
issue a bill or invoice for print services rendered to the customer. 

26. Regarding Claim 35, Ohtsuka fails to teach a print system, further comprising: 
condition managing means for managing identification information for identifying the 
user and information on a charge condition applied to the user, both of the information 
being related to each other; and notifying means for notifying the user of an effect that 
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the charge condition applied to the user was updated, wherein said condition 
determining means updates information on the charge condition applied to the user in 
accordance with use of the print service by the user and said notifying means notifies 
the user of the effect that the charge condition applied to the user was updated. 

Lacheze et al teach a print system, further comprising: condition managing 
means for managing identification information for identifying the user and information on 
a charge condition applied to the user, both of the information being related to each 
other in response to the GetBill call, an invoice, based on the accounting information 
stored in the account log file 334, is generated at step 442) (col. 13, lines 1-10); and 
notifying means for notifying the user of an effect that the charge condition applied to 
the user was updated (the invoice generated with step 442 is, at step 450, transmitted 
to the customer) (col. 13, lines 11-36), wherein said condition determining means 
updates information on the charge condition applied to the user in accordance with use 
of the print service by the user and said notifying means notifies the user of the effect 
that the charge condition applied to the user was updated (provide the accounting 
system of FIGS. 1 and 2 with update information at appropriate intervals)(co. 13, lines 
49-62). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the teachings of Ohtsuka with the teaching of Lacheze to 
have updated customer invoice information. 

27. Claim 37 is rejected for the same reason as claim 30. 

28, Claims 38, 44, and 48 are rejected for the same reason as claim 31 . 
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29. Claim 39 is rejected for the same reason as claim 32. 

30. Claims 40, 45, and 49 are rejected for the same reason as claim 33. 

31 . Claim 41 is rejected for the same reason as claim 34. 

32. Claims 42, 46, and 50 are rejected for the same reason as claim 35. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satwant K, Singh whose telephone number is (703) 
306-3430. The examiner can normally be reached on Monday thru Friday 8am - 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (703) 305-4863. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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